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- The MAILING DATE of this communication appears on the cover sheet witt^ fhe correspondence address -- 
Period for Reply :.| : 



A SHORTENED STATUTORY PERIOD FOR'REPLY IS SET TO EXPIRE 3 MO'NTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even If tinriely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). ' 

Status 

, . }■ ' 

^)M Responsive to communication(s) filed on 20 September 2007 , ! • ' 

2a)\3 This action is FINAL. 2b)l3 This action is non-final. 

3) 0 Since tfiis application is in condition for allowance except for fomnal matters^, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims i 

4) 13 Claim(s) 1.2.4.5,7-13. 15. 16 and 30-37 is/are pending in the application. ) 

4a) Of the above claim(s) is/are withdrawn from consideration. j j 

5) n Claim(s) is/are allowed. 

6) K Claimfe) 1.2.4,5. 7- 13. 15. 16 and 30-37 is/are reiected. 
?)□ Claim (s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. j 

i 

Application Papers 

9) 0 The specification is objected to by the Examiner. ; : : 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance.; See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 ' 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1|9(a)-(d) or (f). 
a)nAII b)n Some * c)n None of: : ' 

1 0 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

■ r; 
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Attach ment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Intenflew Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement{s) (PTO/SB/08) 5) □ Notice of Informal Patent Apptication 

Paper No(s)/Mail Date . 6) □ Other: ; 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) Office Action Summary ! | ; Part of Paper No./Mail Date 20071 209 
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DETAILED ACTION i l 

1 . In view of the appeal brief filed on 9/20/07. PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: i ' 

(1) file a reply under 37 CFR 1 .1 1 1 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by ari appeal brief under 37 CFR 41 .37. The previously paid ndtice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 

in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 

I 

must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

i . 

2. . Claims 1 -2, 4-5, 7-1 3, 1 5-1 6, and 30-37 are rejected under 35 U.S.C. 1 1 2, 

r' 

second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention'. 

3. Claims 1 -2, 4-5, 7-13,1 5-1 6, and 30-37 provides for a method of using a 
preformed filed in a transfer molding process, but, since the claini does not set forth any 
steps involved in the method/process, It is unclear what method/process applicant is 

i 

I : 
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intending to encompass. A claim Is indefinite where It merely redtes a use without any 
active, positive steps delimiting how this use is actually practiced. 

Claims 1-2,4-5,7-13, 15-16, and 30-37 are rejected under 35 U.S.C. 101 because 
the claimed recitation of a use, without setting forth any steps involved In the process, 
results in an improper definition of a process, i.e., results in a cl?i»rin which is not a 
proper process claim under 35 U.S.C. 1 01 . See for example Ex parte Dunki, 1 53 

USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 

i ■ 

149 USPQ 475 (D.D.C. 1966). Here, the instant independent claims 1 , 7, and 12 
merely recite placing a preformed film in a transfer mold, but noriie of the claims recite a 
positive step of using the film in a transfer molding process, i.e., there are no positive or 
active transfer molding steps recited in the claims. 

I 



4. the following is a quotation of 35 U.S.C. 1 03(a) which forrtis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 -2,4-5,7-1 3,1 5-1 6, and 30-37 arfe rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Vallier (USPN 5226997) in view of Hotta et al (USPN 5846477) 
or Seng et al (USPN 6652799). The cited primary reference tediches the basic claimed 
process of providing preformed liners for use in a transfer molding process. The detailed 
method steps include providing a liner made of thermoplastic material that is pliable and 
of relatively uniform thickness, readable on both a film and tape. More than one liner is 
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provided, preferably one for the upper mold and one for the lower mold of a transfer 
molding apparatus, as claimed in claims 1,12. Both liners are pre-shaped to the contour 
of the mold halves to be used, as claimed in claim 9. After shaping, the liners are placed 
within the mold cavity of the transfer mold for a molding procedijire. With respect to 
Claims .2, 8 and 13, the use of the liners may be immediate, seeipol. 5, lines 13-15. With 
respect to claims 4, 10 and 15, note that the reference sets forth the molding of the 
liners with peripheral portions 18 and 18', with sealing surface 16 and 16', which are 
indentations that are shaped into the liner during molding; such lis deemed readable on 
the Claimed step of embossing and stamping. See col. 3, lines 20-35, 65-67; col. 4, lines 
1-37, 55-67; col. 5, lines 10-15, 40-55. The cited primary reference does not set forth 
the use of the liners in a transfer molding process for molding electronic devices or 
vacuum holding the liner. Both of the added secondary references teach as 
converitional the use of release films in an electronic device encapsulation molding 
process and vacuum holding means. The detailed method steps include providing 
release films on the upper and lower molding dies of a transfer molding apparatus, 
providing a semiconductor device within the molding cavity and -encapsulating the 
device within the mold cavity. In USP 5,846,477, the method includes using a film 
having an elongation property that prevents the film from breaking during molding, and 
the vacuum for holding the film against the molding surface as shown in figures 5A-5F. 

t 

i 

See col. 8, lines 18-63. In USP 6,652,799, the method includes use of vacuum to retain 
the fil/ns on the mold surface, which may be reversed for ejecting the molded product 
from the cavity. See col. 5, line 15 to col. 6, line 50. It would have been obvious to one 
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of ordinary skill in the art at the time the invention was made to use any conventional 
transfer molding process including that of encapsulating an electronic device as shown 
in the added references, when using the preformed transfer mold liners set forth in the 
primary reference, as the process lends itself to any transfer mold application wherein 
mold flash is prevented. To further include the use of vacuum holding means would 
have further been obvious to one of ordinary skill in the art at the time the invention was 
made for holding the films on the mold surface as shown in both added references. 
With respect to the claimed feature of cutting the film, note that $uch is well know in the 
art for singuiating a sheet of plural parts, and it would have bee^ ibbvious to one of 
ordinary skill In the art at the time the invention was made to so form individual 
prefonned liner sheets. With respect to the claimed silicone latex coated paper, note 

that such materials are conventional in the molding art, and the jadded references 

I. 

disclpse any suitable film for performing the mold releasing featiire can be used, and 
such includes composite films of conventional material as claimed. See col. 6, lines 13- 
20 Of USP 6,652,799 or col. 3, lines 25-35 of USP 5,846,477. 

i , 

I ; 

• :: ■ I 

6. Applicant's arguments filed 9/20/07 have been fully considered but they are not 
persuasive. Even though applicants arguments were fully addressed in the Final Office 
action mailed 1 1/16/05 by examiner A. Ortiz, they will be addressed again here. 

i 

In regard to claim 1 , 4-5, 12, 15-16, and 37, applicant argues that examiner does 

I !' 
I . • 

not show a benefit or need for modifying Vallier to include a step bf vacuum holding the 
liners. Furthermore, applicant argues that the instant "film must be retained in the mold 



i 
I 
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cavity while the transfer mold is lowered, cavity facing down, ovbr the integrated circuit 
die ^nd substrate." First, the instant claims do not recite tlie necessary limitations 
above. There is no mention in the instant claims of retain the film in the mold cavity 
while the mold is lowered, cavity facing down, over the circuit die and substrate. 

I i' 

Second, the suggestion to hold the liners of Vallier in the molds ;of Vallier by vacuum, 
and/^ taught by either Hotta or Seng, come from knowledge generally available to one 
of ordinary skill in the art. Vacuum holding of liners or preforms in a mold is a 
notoriously well-known idea, as illustrated by Hotta or Seng, in order to perfect or 
maintain position of the film or preform during a molding step. S0e class 264, 
subclasses 51 1 and 513, which are devoted to holding, supporting, or sustaining a 
preform within a mold during a molding step. Also, it should be noted that the 
combination of the prior art elements, i.e. the preformed liners and vacuum holding of 

liners within a mold cavity, would have yielded the predictable result of ensuring the 

', '. I 

maintenance of the preformed liner position during the molding istep. 

In regard to claims 7,9-1 1 ,30-32, and 34-35, applicant argues none of the 
references teach providing a plurality of portions of a tape made of a film of compliant 
material. This argument is misplaced because the reference s^tiforth the molding of 
the liners with peripheral portions 18 and 18', with sealing surface 16 and 16', which are 
indentations that are shaped into the liner during molding-such teachings are deemed 
readable on the claimed step of embossing and stamping. I 

3 

In regard to claims 2,8, and 13, applicant argues that Vallifer does not teach 
forming the liner immediately before placing it in the mold because Vallier teaches 



I ; 
I . 
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storing the liners for later use. Valuer's teaching of storing the liners is a suggestion as 
indicated by the phrase "may be stored." Since Valller teaches itljie possibility of forming 
the liners and then storing it for later use, Vallier inherently also teaches the possibility 

of using the film right after or short time after forming. Thus, It would have been obvious 

i . 

to choose placing the film in the mold from a finite number of identified time possibilities, 
i.e., it would have been obvious to place the preformed film in the mold immediately 
after forming to reduce cycle time and increase production. ; 

In regard to 33 and 36, applicant argues that none of the references teach using 
a film having the claimed material. This argument is misplaced because the claimed 
material was treated as admitted prior art due to applicant's faililire to traverse examiner 
Ortiz's assertion of official notice. The assertion was made for the first time in the Office 
action mailed 10/20/04 and applicant never traversed the assertion in any of the 
responses/arguments filed 1 2/23/04, 2/25/05, and 8/22/05. 

[ I . 
1 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EDMUND H. LEE whose telephone number is 
571 .272.1204. The examiner can normally be.reached on MONDAY-THURSDAY 
FROM 9AM-4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on 571 .272.1 1 76. : The fax phone 

i . 

number for the organization where this application or proceedingiis assigned is 571 - 
273-8300. ■ 



Application/Control Number: ■ Page 8 

10/066,245 

Art Unit: 1791 
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i .' 

Patent Application Information Retrieval (PAIR) system. Statusi information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you. have questions on access to the Private PAIR system, contabt the Electronic 
Busirtess Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the autorhated information 
systeni, call 800-786-9199 (IN USA OR CANADA) or 571-272-liQOO. 

% EDMUND H- LEE 

■ . ' Primary Examiner 




